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1 . The Examiner notes for the record that SN 10/378,240, recently abandoned and 
having no cited relationship with the pending application, appears to be in many aspects 
almost identical to a great amount of the disclosed and claimed subject matter of the 
pending application. Additionally, it features two inventors, including inventor Abe, 
whereas although the present application appears in several aspects to be broader than 
the '240 application, the only inventor listed is inventor Abe. Note also that two IDS's 
were filed in the '240 application, but none appear to have been filed in this application, 
and as such the Examiner has not been able to obtain copies of all the prior art cited, 
particularly in the last paragraph of page 1 and the first paragraph of page 2, since each 
of these reference numbers may very possibly be incorrect, as the Examiner was 
unable to obtain correct copies of any of these references. Clarification is requested. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. More particularly, "the polyurethane" cited in line two of the 
claim is vague, indefinite and confusing in that it fails to properly identify either of the 
two polyurethane species cited in claim 1. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1-4, 7/1 and 8/1 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over applicants' admissions in the specification from page 1 , lines 9 to 20, 
and page 2, lines 6 to 19, taken in view of Hackel, US 3,959, 562, either individually, or 
as further modified as evidence of the state of the art by either Exhibit D, the Hudson 
Online publication, page 2, 1 st paragraph, or Exhibit A, the Huntsman publication, page 
1 , 1 st and 8 th paragraph, each of these latter two publications taken from art cited by 
applicant in the '240 application. Applicant essentially admits that the entire claimed 
marking film having such elements as a receptor film, a colorant thereon and a very 
specific adhesive layer on the opposing outer surface are known, as well as such 
elements as a protective film covering; the admissions failing to disclose a teaching of 
the composition which can comprise the thermoplastic resin film, which is at least a 
major element of the receptor film. The secondary reference Hackel, however, is relied 
upon as disclosing the utilization of flexible film backings that have excellent solvent 
resistance and can be prepared from mixtures of suitable thermoplastic polyester- 
urethane elastomers and thermoplastic phenoxy resins (Col 1 , lines 27-29). 
Alternatively, the two state of the art references each teach (Exhibit D) that 
polycaprolactone polyols are a subgenus of polyesters which offer better water 
resistance than standard polyesters, as well as superior oil and thermal resistance, and 
also (Exhibit A) that thermoplastic polycaprolactone polyurethanes have better 
resistance to hydrolysis than polyester polyurethanes. Accordingly, one of ordinary skill, 
motivated by the expectation of improved solvent, water, oil and hydrolysis resistance in 
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the disclosed thermoplastic films and related marking film properties thereof would 
either incorporate the particular type backings taught in Hackel, or alternatively modify 
the polyester-polyurethane elastomer component taught therein in view of the teachings 
of either or both of the state of the art references to form polyurethanes comprising 
polyol units derived from polycaprolactone and put the resulting film in place of the film 
structures set forth in applicant's admissions and thereby form the claimed genus of 
articles. Other parameters such as the various glass transition temperature ranges of 
the receptor layer are believed to be obvious modifications to one of ordinary skill, in the 
absence of unexpected results. 

6. Claims 5,6,7/5 and 8/5 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over applicant's admissions in the specification from page 1 , line 9 to page 
2, line 19, and in particular of the cited admissions set forth above taken in view of 
applicant's admissions concerning JP-A-9-507309 and JP-B-3080674 found in this 
aforementioned admission section in the last paragraph of page 1 . In particular, as 
above, applicant clearly appears to admit that the entire invention except for the 
receptor film composition is known, and with respect to the two cited Japanese 
references and their contents applicant admits that each disclosed film can include "the 
use of an acrylic resin", which is believed to give one of ordinary skill ample guidance to 
form his film utilizing the presence of a copolymer comprising at least one alkyl acrylate 
having 1 to 8 atoms in the alkyl group and methyl methacrylate, which are two 
extremely well known monomers of the acrylic family, in the absence of unexpected 
results. 
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7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Note also Sher et al, relied upon in the '240 application, the 
PGPub in the '240 application to Abe et al, and US 656,567 to Abe et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel Zirker whose telephone number is 571-272-1486. 
The examiner can normally be reached on Monday - Thursday from 8:30 to 6:00. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris, can be reached on 571 - 272 - 1478. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Daniel Zirker 
Primary Examiner 
Art Unit 1771 



